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DETAILED ACTION 
Status of Claims 

1. Claims 10-21 are pending. 

Claims 10-20 are rejected. 

Claims 1-9 are canceled. 

Claim 21 is withdrawn from consideration. 

Election/Restrictions 

2. Newly submitted claim 21 is directed to an invention that is independent or distinct from 
the invention originally claimed for the following reasons: the product as claimed in claim 21 can 
be made by a materially different process than the process disclosed in claims 1 0-20. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claim 21 is withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 


in a prior Office action. 
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5. Claims 10-13,16, 17, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Clement et al. (US 6,429,342 B1), for the reasons given in the previous office 
action, mailed May 26, 2006. 

6. Claims 10, 14, 15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kosmin (US 2,508,036) in view of Clement et al. (US 6,429,342 B1), for the reasons given 
in the previous office action, mailed May 26, 2006. 


Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the “right to exclude” granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington,A^8 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope 
of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee .must fully comply with 37 CFR 3.73(b). 

8. Claims 10-20 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-4 and 9 of copending Application No. 
10/528,414 in view of Clement et al. (US 6,429,342 B1), for the reasons given in the previous 
office action, mailed May 26, 2006. 
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Response to Arguments 

Rejection of claims 10-13.and 16 under 35 U.S.C. 103(a) as being unpatentable over Clement 
etal. (US 6.429.342 B1) 

9. Applicant's arguments filed August 26, 2006 have been fully considered but they are not 
persuasive. 

The Applicants argue that Clement et al. only recite suitable initiator compounds that are 
chosen from short chain monoalcohols having 1 to 8 C-atoms, long chain alcohols having 18 C- 
atoms, hydroxyalkyl acrylates and methacrylates, polyalcohols and polyether polyols having a 
molecular weight of from 125 to 1000, which do not include the presently claimed starter 
compounds chosen from monofunctional linear or singly or multiply branched alcohols having 
from 10 to 15 carbon atoms. As such, the reference clearly does not describe the presently 
claimed invention. This argument is not persuasive because the Applicants are trying to limit 
Clement to its preferred embodiments. However, it is well established that a prior art disclosure 
is not limited to its working examples or to its preferred embodiments, but must be evaluated for 
what it teaches those of ordinary skill in the art. Merck & Co. Inc, v. Biocraft Labs. Inc., 874 
F.2d 804, 807, 10 USPQ2d 1843, 1846 (Fed. Cir. 1989); In re Fracalossi . 681 F.2d 792, 794 
n.1, 215 USPQ 569, 570 n.1 (CCPA 1982); In re Lamberti . 545 F.2d 747, 750, 192 USPQ 278, 
280 (CCPA 1976); In re Boe . 355 F. 2d 961, 965, 148 USPQ 507, 510 (CCPA 1966). In the 
instant case Clement et al. teach that the initiator compound is a material having at least one 
oxyalkylatable group, wherein oxyalkylatable group is meant a heteroatom-containing group that 
can react with ethylene oxide in a ring-opening reaction to form a covalent bond between the 
heteroatom and a carbon atom of the ethylene oxide. The heteroatom is preferably oxygen or 
sulfur and is usually attached to a hydrogen atom (see column 4, lines 56-65). The specific 
alcohols expressly disclosed by Clement et al include a carbon 8 (octanol) and a carbon 18 
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(octadecanol) alcohol. Thus, based upon these teaching the Examiner believes that one having 
ordinary skill in the art would have found it obvious to utilize an initiator compound having from 
10-15 carbon atoms in the process of Clement. Thus, the instant claims are unpatentable over 
Clement et al. 

The Applicants arguments with respect to Clement preference to using compounds 
having molecular weights of 700 is not persuasive because 1) the Examiner does not see any 
teaching in Clement wherein compounds having a molecular weights of 700 are preferred and 
2) even if this were the case, as disclosed above a reference is not limited to its preferred its 
preferred embodiments, but must be evaluated for what it teaches those of ordinary skill in the 
art. In the instant case Clement teaches the use of initiator compounds having molecular 
weights of 1000 or less, including those having an equivalent weight of from about 125, 
preferably to about 150 (see column 4, line 64 to column 5, line 15). 

For the above reasons this rejection is maintained. 

New claims 17, 19 and 20 are also unpatentable for the same reasons claim 10 is 
unpatentable. 

Rejection of claims 10. 14. and 15 are rejected under 35 U.S.C. 103 fa) as being unpatentable 
over Kosmin (US 2.508.036) in view of Clement et al. (US 6.429.342 B1) 

10. Applicant's arguments filed August 26, 2006 have been fully considered but they are not 
persuasive. 

The Applicants argue that Kosmin do not describe or suggest the use of double metal 

1 1 . cyanide catalyst. This argument is not persuasive because the Examiner pointed this 
deficiency out in the previous office action and gave reasons why one would be motivated to 
replace the KOH catalyst of Kosmin with the dmc catalyst of Clement et al. The Applicants have 
not presented arguments sufficient to rebut the Examiner’s position. In response to applicant's 
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argument that the examiner's conclusion of obviousness is based upon improper hindsight 
reasoning, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only 
knowledge which was within the level of ordinary skill at the time the claimed invention was 
made, and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

In the instant case Kosmin teaches alkoxylation of 2-n-propyl-heptanol, but with a KOH catalyst. 
Clement et al. teach alkoxylation of alcohols, which broadly includes 2-n-propyl-heptanol, and 
gives the motivation to substitute a dmc catalyst for a KOH catalyst. Thus, the Examiner 
believes that the instant claims are prima facie obvious over the teachings of Kosmin in view of 
the teachings of Clement et al. 

For the above reasons this rejection is maintained. 

New claim 18 is also unpatentable for the same reasons claim 14 is unpatentable. 
Provisional Rejection of claims 10-1 6 on the around of nonstatutoiy obviousness-tvoe double 
patenting 

12. No arguments were presented to rebut this rejection. Thus, this rejection is maintained. 
New claims 17-20 are unpatentable for the same reasons claims 10-16 are 

unpatentable. 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
setforth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

14. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Rosalynd Keys whose telephone number is 571-272-0639. The examiner 
can normally be reached on M, W & F 5:30-7:30 am & 1-5 pm;T & Th 5:30 am-4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Thurman Page can be reached on 571-272-0602. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
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automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-! 
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